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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
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DETAILED ACTION 



Drawings 



1. 



The drawings are objected to because 0039, 0045 and 0046 disclose the 'packaging 



carton 70' in figure 7 however figure 7 appears to have a carton '60', which is disclosed in 0045. 
Please clarify. Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended replacement 
drawing sheet should include all of the figures appearing on the immediate prior version of the 
sheet, even if only one figure is being amended. The figure or figure number of an amended 
drawing should not be labeled as "amended." If a drawing figure is to be canceled, the 
appropriate figure must be removed from the replacement sheet, and where necessary, the 
remaining figures must be renumbered and appropriate changes made to the brief description of 
the several views of the drawings for consistency. Additional replacement sheets may be 
necessary to show the renumbering of the remaining figures. Each drawing sheet submitted after 
the filing date of an application must be labeled in the top margin as either "Replacement Sheet" 
or "New Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 



Claim Rejections - 35 USC § 112 



2. 



The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 



The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 
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3. Claims 1-18 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Exemplary of such: 

Claim 1, line 14, 'a' should be replaced with 'the'; 

Lines 20 and 22, 'extraction cleaner' should be replaced with 'portable surface 
cleaning apparatus'. 

Claims 2-10, 12 and 14-18, line 1, 'A' should be replaced with 'The'. 
Claim 8, line 5, 'a' should be replaced with 'the'. 

Claim 1 1 , lines 2-3, would be more appropriately rewritten to' . . .apparatus comprises the 
step of: providing a portable surface cleaning apparatus that includes a handle pivotally mounted 
to a base that is adapted to move along a floor surface;'; 

Lines 4 and 7, 'upright' should be deleted; 

Lines 13, the 'upper and lower sections' of what? The handle or the lower portion 

of the handle? 

Line 15, the 'lower section' of what? The handle or the lower portion of the 

handle? 

Line 17, 'shipping' should be replaced with 'packaging'. 
Claim 12, line 3, 'upright' should be deleted. 
Claim 13, line 12, 'a' should be replaced with 'the'; 

Line 15, 'assembly' should be inserted after 'handle'. 

Line 19, 'surface cleaner' should be replaced with 'surface cleaning apparatus'; 
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Line 20, 'the extraction cleaner' should be replaced with 'surface cleaning 

apparatus'. 

Claim 14, line 5, 'a' should be replaced with 'the'. 

Claim 17, line 2, 'assembly' should be inserted after 'handle'. 

Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

5. Claim 1 1 is rejected under 35 U.S.C. 102(b) as being clearly anticipated by JP2000- 
166836. 

JP2000- 166836 discloses a portable surface cleaning apparatus having a handle pivotally 
mounted to a base (figs. 1-2, #1 1-13,9). 

JP2000- 166836 discloses forming the handle with separate upper and lower portions that 
can be separated for shipment (figs. 1 and 3-4, #13 and 12-1 1). 

JP2000- 166836 discloses forming the lower portion of the handle with upper and lower 
sections that can be manipulated into a relatively compact relationship (figs. 1 and 3-4, #12a, 
11). 

JP2000-166836 discloses mounting the lower section of the handle lower portion to the 
base for pivotal movement (fig. 2, #1 1). 
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JP2000-1 66836 discloses separating the upper and lower portions from each other, 
placing the base with the lower section into a packaging container, placing the upper section of 
the lower portion into the container, placing the upper portion of the handle into the container 
(figs. 3-4, #13,12,11,9). 



Claim Rejections - 35 USC § 103 

6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

7. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

8. Claims 13 and 16-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over The 
Admitted State of the Prior art as set forth in the Preamble of the Jepson Claim (hereafter ASP A) 
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ASPA discloses a similar surface cleaning apparatus however fails to disclose the handle 
having a base section with a pivot section pivotally attached thereto. 

Greene et al. discloses a surface cleaning apparatus with a handle having a base section 
with a pivot section pivotally attached thereto (figs. 1 and 8, #36,20). It would have been 
obvious to one of ordinary skill in the art to provide the handle of Greene et al. in ASPA to 
greatly reduce the length of the carton required to pack the apparatus with the handle attached. 

With respect to claim 16, Greene et al. discloses a hinge pivotally mounting the pivot 
section to the base section (figs. 1 and 3, #46). 

With respect to claim 17, Greene et al. discloses the pivot section capable of pivoting 
about the bases section such that rear surfaces of each section face each other (fig. 3, #36,36 
phantom). 

9. Claims 13-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kasper et 
al. in view of Greene et al.. 

Kasper et al. discloses a similar surface cleaning apparatus however fails to disclose the 
handle having a base section with a pivot section pivotally attached thereto. 

Kasper et al. discloses a base module (fig. 1, #14). 

Kasper et al. discloses a handle assembly pivotally attached to the base module (fig. 1, 

#16). 

Kasper et al. discloses a debris recovery system including a recovery container, suction 
nozzle, working air conduit and vacuum source (fig. 3, #46, fig. 2, #34,704,40). 
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Kasper et al. discloses the handle having two sections (fig. 4, #570,560). Greene et al. 
discloses a surface cleaning apparatus with a handle having a base section with a pivot section 
pivotally attached thereto (figs. 1 and 8, #36,20). It would have been obvious to one of ordinary 
skill in the art to provide the handle of Greene et al. in Kasper et al. to greatly reduce the length 
of the carton required to pack the apparatus with the handle attached. 

With respect to claim 14, Kasper et al. discloses a fluid dispensing system including a 
fluid dispenser, a fluid supply chamber and a fluid supply conduit (col. 13, lines 1-7). 

With respect to claim 15, Kasper et al. discloses the recovery tank having an air-fluid 
separator and outlet opening (col. 23, lines 4-16). 

With respect to claim 16, Greene et al. discloses a hinge pivotally mounting the pivot 
section to the base section (figs. 1 and 3, #46). 

With respect to claim 17, Greene et al. discloses the pivot section capable of pivoting 
about the bases section such that rear surfaces of each section face each other (fig. 3, #36,36 
phantom). 

With respect to claim 18, Kasper et al. discloses the recovery container carried by the 
base module (fig. 3, #14,46). 

Allowable Subject Matter 

10. Claim 1 would be allowable if rewritten or amended to overcome the rejection(s) under 
35 U.S.C. 1 12, 2nd paragraph, set forth in this Office action. 
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11. Claims 2-10 and 12 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 1 12, 2nd paragraph, set forth in this Office action and to include all of the limitations of 
the base claim and any intervening claims. 

12. The following is a statement of reasons for the indication of allowable subject matter: 
The prior art discloses a portable surface cleaning apparatus having a base module and a 
segmented handle assembly having an upper handle portion removably and pivotally attached to 
a lower handle portion, with the lower handle portion pivotally attached to the base module 
HOWEVER fails to disclose or fairly suggest the lower handle portion having a pivot section 
pivotally attached to a base section so that the pivot section can be folded to a first position 
against the base section and unfolded to a second, upright position to form the handle assembly 
for maneuvering the apparatus. 

Conclusion 

13. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Sepke et al. discloses a portable surface cleaning apparatus with a segmented handle 
assembly wherein an upper handle portion is pivotally attached to a lower handle portion. Tondra 
et al. discloses a portable surface cleaning apparatus that disconnects from the motor actuator 
when folded down. JP8-299237 discloses a surface cleaning apparatus wherein the handle pivots 
and maintains electrical contact between the switch and the motor. Anderson discloses a surface 
cleaning apparatus wherein an upper handle portion is pivotally attached to a lower handle 
portion. 



Application/Control Number: 10/707,392 
Art Unit: 1744 



Page 9 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Theresa T. Snider whose telephone number is (571) 272-1277. 
The examiner can normally be reached on Monday-Friday (5:30am-2:00pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gladys Corcoran can be reached on (571) 272-1214. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner 
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